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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Canvas X Software, Inc.

Granted to Date
of previous ex-
tension

11/29/2015

Address 2412 Marlene Drive
Victoria, BC V9B 4L5
CANADA

Attorney informa-
tion

Joshua G. Gigger
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UT 84111
UNITED STATES
tm-slc@stoel.com

Applicant Information

Application No 85632326 Publication date 06/02/2015

Opposition Filing
Date

11/27/2015 Opposition Peri-
od Ends

11/29/2015

Applicant Instructure, Inc.
6330 South 3000 East, Suite 700
Salt Lake City, UT 84121
UNITED STATES

Goods/Services Affected by Opposition

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Application service provider (ASP) featuring
software to enable uploading, posting, showing, displaying, tagging, blogging, sharing or otherwise
providing electronic media or information over the Internet or other communications network

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3167343 Application Date 06/12/2003

Registration Date 11/07/2006 Foreign Priority
Date

NONE

Word Mark CANVAS

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 1987/05/01 First Use In Commerce: 1987/05/01
Computer software for use in graphic design, desktop publishing, digital and
electronic publishing, for preparing audiovisual materials in support of presenta-
tions, printing, preparing graphics, typesetting, preparing artistic, technical and
scientific drawings and annotations, creating fonts, typefaces, and special
graphical and textual effects; computer software for viewing, creating and ma-
nipulating graphic images on a computer; computer software containing clip art,
and typefaces; and user's manuals and instructional books sold as a unit there-
with

Attachments Notice of Opposition - CANVAS.pdf(142768 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Naziol S. Nazarinia Scott/

Name Naziol S. Nazarinia Scott

Date 11/27/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
In the Matter of Application Serial No. 85/632,326 
For the Mark:  CANVAS 
Filed: May 22, 2012  
Published in the Official Gazette on: June 2, 2015  
       
      ) 
Canvas X Software, Inc.   ) 
      ) 
      )  Opposition No.  
  Opposer,   )  
      )  
          v.     ) 
      ) 
Instructure, Inc.    ) 
      ) 
      ) 
  Applicant.   ) 
                 ) 
 
  

NOTICE OF OPPOSITION 
 
 Opposer, Canvas X Software, Inc. (“Opposer”), is a Florida corporation with a business 

address located at 2412 Marlene Drive, Victoria, BC V9B 4L5, Canada.  Opposer believes that it 

will be damaged by the issuance of a registration for the trademark CANVAS (“Applicant’s 

Mark”) as applied for by Instructure, Inc. (“Applicant”) in Application Serial No. 85/632,326 

(the “Application”) identified above.  Accordingly, Opposer hereby opposes registration of 

Applicant’s Mark and requests that the registration of the Application be refused.   

 As grounds in support of its opposition, Opposer asserts as follows: 

1. Opposer is in the business of providing: 

Computer software for use in graphic design, desktop publishing, 
digital and electronic publishing, for preparing audiovisual 
materials in support of presentations, printing, preparing graphics, 
typesetting, preparing artistic, technical and scientific drawings 
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and annotations, creating fonts, typefaces, and special graphical 
and textual effects; computer software for viewing, creating and 
manipulating graphic images on a computer; computer software 
containing clip art, and typefaces; and user’s manuals and 
instructional books sold as a unit therewith (“Opposer’s Goods”).  
 

2. Opposer, since at least as early as May 1987 and long prior to Applicant’s 1(b) 

intent-to-use Application filing date, has used CANVAS (“Opposer’s Mark”) as a trademark in 

connection with its marketing and promotion of Opposer’s Goods.   

3. Opposer is the owner of Registration No. 3,167,343 for use of Opposer’s Mark 

with Opposer’s Goods in Class 9 (“Opposer’s Registration”).  Opposer’s Registration is valid, 

subsisting, unrevoked and uncanceled.  A true and correct copy of a printout of Opposer’s 

Registration from the U.S. Patent and Trademark Office’s (“USPTO”) Trademark Status & 

Document Retrieval (“TSDR”) system is attached hereto as Exhibit A.   

4. Opposer’s Mark is an invented, fanciful mark that is highly distinctive.  Opposer’s 

Mark has no descriptive meaning as applied to the marketplace, or to any of the goods and 

services covered by the Opposer’s Registration or in connection with which it uses Opposer’s 

Mark. 

5. Opposer has expended considerable effort and expense in promoting Opposer’s 

Mark and Opposer’s Goods offered in connection with Opposer’s Mark, both in the United 

States and internationally. 

6. On June 2, 2015, Applicant filed the Application requesting registration of 

Applicant’s Mark for use in connection with the following services:  

Application service provider (ASP) featuring software to enable 
uploading, posting, showing, displaying, tagging, blogging, sharing 
or otherwise providing electronic media or information over the 
Internet or other communications network. 
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The Application was assigned Ser. No. 85/632,326.  A true and correct copy of a printout of 

Applicant’s Application from the USPTO’s TSDR system is attached hereto as Exhibit B. 

7. Opposer is not affiliated or connected with Applicant or its services; nor has 

Opposer endorsed or sponsored Applicant or its services, or consented to Applicant’s registration 

or use of Applicant’s Mark. 

8. Applicant’s Mark is identical to Opposer’s Mark and, when applied to the 

services set forth in Applicant’s Application, is likely to cause confusion, mistake or deception 

within the meaning of Section 2(d) of the Trademark Act.  Opposer has no control over the 

nature and quality of the services offered by Applicant under the identical Applicant’s Mark, and 

Opposer’s reputation and goodwill will be damaged and the value of Opposer’s Mark 

jeopardized by Applicant’s registration and use of Applicant’s Mark.    

9. On June 29, 2015, Opposer filed and was granted a request for a 90-day extension 

of time to oppose the Application for Applicant’s Mark until September 30, 2015; on September 

28, 2015, Opposer filed and was granted a second request for a 90-day extension of time to 

oppose Applicant’s Application until November 29, 2015. 

 WHEREFORE, Opposer prays that the opposition be sustained, that registration to 

Applicant be refused, and for such other and further relief as may be deemed to be just and 

proper.     

 
 

[signature on next page] 
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EXHIBIT A 



 

Mark Information

Mark Literal Elements:

CANVAS

Standard Character Claim:

No

Mark Drawing Type:

1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

Computer software for use in graphic design, desktop publishing, digital and electronic publishing, for preparing audiovisual materials
in support of presentations, printing, preparing graphics, typesetting, preparing artistic, technical and scientific drawings and
annotations, creating fonts, typefaces, and special graphical and textual effects; computer software for viewing, creating and
manipulating graphic images on a computer; computer software containing clip art, and typefaces; and user's manuals and instructional
books sold as a unit therewith

International Class(es): 009 - Primary Class U.S Class(es):

021, 023, 026, 036, 038

Class Status:

ACTIVE

Basis:

1(a)

First Use: May 01, 1987 Use in Commerce:

May 01, 1987

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Generated on:

This page was generated by TSDR on 2015-11-27 10:17:15 EST

Mark: CANVAS

US Serial Number: 78261662 Application Filing Date:

Jun. 12, 2003

US Registration Number: 3167343 Registration Date:

Nov. 07, 2006

Register:

Principal

Mark Type:

Trademark

Status:

A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date:

Oct. 06, 2012

Publication Date: Aug. 22, 2006



Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

CANVAS X SOFTWARE, INC.

Owner Address:

2412 MARLENE DRIVE
VICTORIA, BC CANADA V9B4L5

Legal Entity Type: CORPORATION State or Country Where
Organized:

FLORIDA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Catherine Parrish Lake Docket Number:

44195-1

Attorney Primary Email
Address:

tm-slc@stoel.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Catherine Parrish Lake
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City, UTAH UNITED STATES 84111

Phone: (801) 328-3131 Fax:

(801) 578-6999

Correspondent e-mail: tm-slc@stoel.com Correspondent e-mail
Authorized:

Yes

Domestic Representative

Domestic Representative
Name:

Danielle I. Mattessich Phone:

612.332.5300

Fax:

612.332.9081

Prosecution History

Date Description Proceeding
Number

Nov. 07, 2015 COURTESY REMINDER - SEC. 8 (10-YR)/SEC. 9 E-MAILED

Nov. 26, 2014 AUTOMATIC UPDATE OF ASSIGNMENT OF OWNERSHIP

Nov. 20, 2014 ATTORNEY REVOKED AND/OR APPOINTED

Nov. 20, 2014 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 06, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - MAILED

Oct. 06, 2012 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 67723

Oct. 05, 2012 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 67723

Sep. 27, 2012 TEAS SECTION 8 & 15 RECEIVED

Feb. 11, 2008 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Feb. 11, 2008 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Nov. 07, 2006 REGISTERED-PRINCIPAL REGISTER

Aug. 22, 2006 PUBLISHED FOR OPPOSITION

Aug. 02, 2006 NOTICE OF PUBLICATION

Jun. 30, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 70138

May 30, 2006 ASSIGNED TO LIE 70138



May 22, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 24, 2006 AMENDMENT FROM APPLICANT ENTERED 78287

Mar. 07, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 78287

Mar. 07, 2006 PAPER RECEIVED

Nov. 09, 2005 ATTORNEY REVOKED AND/OR APPOINTED

Nov. 09, 2005 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 14, 2005 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 70138

Feb. 16, 2005 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED

Aug. 05, 2004 LETTER OF SUSPENSION E-MAILED

Jun. 03, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE 69350

Jun. 07, 2004 EMAIL RECEIVED

May 17, 2004 LETTER OF SUSPENSION E-MAILED

Jan. 28, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jan. 28, 2004 PAPER RECEIVED

Jan. 23, 2004 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jan. 26, 2004 EMAIL RECEIVED

Dec. 17, 2003 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Nov. 07, 2003 NON-FINAL ACTION E-MAILED

Nov. 01, 2003 ASSIGNED TO EXAMINER 74845

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 102 Date in Location:

Oct. 06, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments: 1 Registrant:

ACD Systems of America, Inc.

Assignment 1 of 1
Conveyance:

CHANGE OF NAME

Reel/Frame: 5404/0866 Pages:

6

Date Recorded: Nov. 20, 2014

Supporting Documents:

assignment-tm-5404-0866.pdf 

Assignor

Name: ACD SYSTEMS OF AMERICA, INC. Execution Date:

Oct. 01, 2014

Legal Entity Type: CORPORATION State or Country Where
Organized:

FLORIDA

Assignee

Name:

CANVAS X SOFTWARE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

FLORIDA

 



Address:

2412 MARLENE DRIVE
VICTORIA, BC, CANADA V9B4L5

Correspondent

Correspondent Name:

CATHERINE PARRISH LAKE

Correspondent Address:

201 SOUTH MAIN STREET, SUITE 1100
SALT LAKE CITY, UT 84111

Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings:

2

Type of Proceeding: Opposition
Proceeding Number: 91222397 Filing Date:

Jun 16, 2015

Status: Pending Status Date:

Jun 16, 2015

Interlocutory Attorney: YONG OH (RICHARD) KIM

Defendant

Name:

Canva Pty Ltd

Correspondent Address:

NORMAN R VAN TREECK
KARISH & BJORGUM PC
16 N MARENGO AVE, STE 307
PASADENA CA UNITED STATES , 91101

Correspondent e-mail:

norman.vantreeck@kb-ip.com , docketing@kb-ip.com , michell.rudacille@kb-ip.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

CANVA Opposition Pending 79147529

Plaintiff(s)

Name:

Canvas X Software, Inc.

Correspondent Address:

JOSHUA G GIGGER
STOEL RIVES LLP
201 SO MAIN ST, STE 1100
SALT LAKE CITY UT UNITED STATES , 84111

Correspondent e-mail:

tm-slc@stoel.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

CANVAS Section 8 and 15 - Accepted and Acknowledged 78261662 3167343

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Jun 16, 2015

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jun 17, 2015 Jul 27, 2015

3 PENDING, INSTITUTED Jun 17, 2015

4 ANSWER Jul 27, 2015

Type of Proceeding: Opposition
Proceeding Number: 91181447 Filing Date:

Dec 21, 2007

Status: Terminated Status Date:

 



May 28, 2008

Interlocutory Attorney: FRANCES S WOLFSON

Defendant

Name:

Canvastic LLC

Correspondent Address:

K KALAN
BERENBAUM, WINSHIENK & EASON PC
370 SEVENTEENTH STREET, REPUBLIC PLAZA, SUITE 4800
DENVER CO UNITED STATES , 80202-5698

Correspondent e-mail:

kkalan@bw-legal.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

CANVASTIC Section 8 - Accepted 77120361 3456338

Plaintiff(s)

Name:

ACD Systems of America, Inc.

Correspondent Address:

Gregory C. Golla
Merchant & Gould P.C.
3200 IDS Center80 South Eighth Street
Minneapolis MN UNITED STATES , 55402-2215

Correspondent e-mail:

ggolla@merchantgould.com , electronictm@merchantgould.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

CANVAS Section 8 and 15 - Accepted and Acknowledged 78261662 3167343

Prosecution History

Entry Number History Text Date Due Date

1 FILED AND FEE Dec 21, 2007

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 21, 2007 Jan 30, 2008

3 PENDING, INSTITUTED Dec 21, 2007

4 STIP TO SUSPEND PEND SETTLEMENT NEGOTNS Jan 16, 2008

5 SUSPENDED Jan 16, 2008

6 AMDT AND DISMISSAL Apr 16, 2008

7 BD'S DECISION: DISMISSED W/O PREJUDICE May 28, 2008

8 TERMINATED May 28, 2008
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EXHIBIT B 



 

Mark Information

Mark Literal Elements:

CANVAS

Standard Character Claim:

Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type:

4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

4080698

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For:

Application service provider (ASP) featuring software to enable uploading, posting, showing, displaying, tagging, blogging, sharing or
otherwise providing electronic media or information over the Internet or other communications network

International Class(es): 042 - Primary Class U.S Class(es):

100, 101

Class Status:

ACTIVE

Basis:

1(b)

Basis Information (Case Level)

Filed Use: No Currently Use: No Amended Use: No

Filed ITU: Yes Currently ITU: Yes Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on:

This page was generated by TSDR on 2015-11-27 10:17:37 EST

Mark: CANVAS

US Serial Number: 85632326 Application Filing Date:

May 22, 2012

Register:

Principal

Mark Type:

Service Mark

Status:

A request for an extension of time to file an opposition has been filed with the Trademark Trial and Appeal Board. For further
information, see TTABVUE on the Trademark Trial and Appeal Board web page.

Status Date:

Jun. 29, 2015

Publication Date: Jun. 02, 2015



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name:

Instructure, Inc.

Owner Address:

6330 South 3000 East, Suite 700
Salt Lake City, UTAH 84121
UNITED STATES

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Todd S. Bontemps Docket Number:

310594-20000

Attorney Primary Email
Address:

trademarks@cooley.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Todd S. Bontemps
COOLEY LLP
1299 Pennsylvania Avenue, NW
Suite 700
WASHINGTON, DISTRICT OF COLUMBIA 20004-2400
UNITED STATES

Phone: 650-843-5490 Fax:

650-857-0663

Correspondent e-mail: trademarks@cooley.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 29, 2015 EXTENSION OF TIME TO OPPOSE RECEIVED

Jun. 02, 2015 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 02, 2015 PUBLISHED FOR OPPOSITION

May 13, 2015 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Apr. 24, 2015 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Apr. 22, 2015 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 22, 2015 TEAS/EMAIL CORRESPONDENCE ENTERED 77312

Apr. 22, 2015 CORRESPONDENCE RECEIVED IN LAW OFFICE 77312

Apr. 16, 2015 TEAS RESPONSE TO SUSPENSION INQUIRY RECEIVED

Mar. 30, 2015 LIE CHECKED SUSP - TO ATTY FOR ACTION 77312

Sep. 29, 2014 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 77312

Jul. 07, 2014 APPLICANT/CORRESPONDENCE CHANGES (NON-RESPONSIVE) ENTERED 88888

Jul. 07, 2014 TEAS CHANGE OF OWNER ADDRESS RECEIVED

Mar. 24, 2014 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 77312

Sep. 21, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 77312

Sep. 11, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 18, 2013 REPORT COMPLETED SUSPENSION CHECK CASE STILL SUSPENDED 77312

Mar. 13, 2013 ASSIGNED TO LIE 77312

Sep. 11, 2012 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332

Sep. 11, 2012 LETTER OF SUSPENSION E-MAILED 6332

Sep. 11, 2012 SUSPENSION LETTER WRITTEN 73703

Sep. 11, 2012 NOTIFICATION OF LETTER OF SUSPENSION E-MAILED 6332



Sep. 11, 2012 LETTER OF SUSPENSION E-MAILED 6332

Sep. 11, 2012 SUSPENSION LETTER WRITTEN 73703

Sep. 11, 2012 ASSIGNED TO EXAMINER 73703

May 30, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 25, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information

TM Attorney: CARROLL, DORITT Law Office Assigned:

LAW OFFICE 116

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location:

Apr. 24, 2015

Proceedings

Summary

Number of Proceedings:

1

Type of Proceeding: Extension of Time
Proceeding Number: 85632326 Filing Date:

Jun 29, 2015

Status: Not Instituted Status Date:

Jun 29, 2015

Interlocutory Attorney:

Defendant

Name:

Instructure, Inc.

Correspondent Address:

Todd S. Bontemps
COOLEY LLP
Suite 700 1299 Pennsylvania Avenue, NW
WASHINGTON DC , 20004-2400

Associated marks

Mark Application Status Serial
Number

Registration
Number

CANVAS Request For Extension of Time to File Opposition 85632326

Potential Opposer(s)

Name:

Canvas X Software, Inc.

Correspondent Address:

Joshua G. Gigger
Stoel Rives LLP
201 South Main Street, Suite 1100
Salt Lake City UT , 84111
UNITED STATES

Correspondent e-mail:

tm-slc@stoel.com

Prosecution History

Entry Number History Text Date Due Date

1 INCOMING - EXT TIME TO OPPOSE FILED Jun 29, 2015

2 EXTENSION OF TIME GRANTED Jun 29, 2015

3 INCOMING - EXT TIME TO OPPOSE FILED Sep 28, 2015

4 EXTENSION OF TIME GRANTED Sep 28, 2015
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